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DETAILED ACTION 
Status of Claims 

1. Applicant's reply filed on 10/1/07 is acknowledged. Claims 1-13 are pending in the 
application. Claims 8-13 are withdrawn. Claims 1-7 are under examination. 

Election/Restrictions 

2. Applicant's election without traverse of claims 1-7 (Group I) in the reply filed on 10/1/07 
is acknowledged. 

3. Claims 8-13 are withdrawn from further consideration pursuant to 37 CFR 1.142(b) as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Election was made without traverse in the reply filed on 10/1/07. 

Priority 

4. Acknowledgment is made of applicant's claim for foreign priority under 35 

U.S.C. 1 19(a)-(d). The certified copy has been filed in parent Application No. 09/485144, filed 
on 10/2/00. 

Information Disclosure Statement 

5. The information disclosure statement (IDS) submitted on 2/17/04 is acknowledged. 
Accordingly, the information disclosure statement is being considered by the examiner. 

Claim Rejections - 35 USC § 112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 
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7. Claim 5 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite for failing 
to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

Claim 5 is rejected because the language, "the caps of the matrix unit are in the leaned-to 
position, 11 does not appear to clearly claim the subject matter of the invention. Does applicant 
intend to claim that the matrix vessels and caps of the matrix unit are in the leaned-to position? 

Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

9. Claims 1-3 and 6-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Uematsu 
et al. ("Uematsu," US 5538849). ' 

Uematsu teaches a process for isolating a purified biological material comprising the 
following steps: a) placing biological materials in separate lysis vessels of a lysis unit comprising 
two or several lysis vessels in a predetermined geometric arrangement, 

b) adding lysis liquids to the biological materials in the lysis vessels, c) transferring the liquids in 
the lysis vessels into a matrix unit containing matrix vessels with outlet openings whose number 
corresponds to the number of lysis vessels and a matrix is located in each of the matrix vessels to 
which the biological material to be purified binds, d) extracting (i.e. by centrifugation) the 
liquids in the matrix vessels through the outlet openings during which the liquids flow through 
the matrices, e) placing the matrix unit on a collecting unit with collecting vessels which are 
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arranged such that at least the outlet openings of the matrix vessels extend into the collecting 
vessels, f) filling the matrix vessels with elution fluid, g) extracting the elution fluids from the 
matrix vessels through their outlet openings during which the elution fluids flow through the 
matrices and the elution fluids which are enriched with biological material are collected in the 
collecting vessels, (i.e. figs. 1-6 and 15, column 5, line 10 to column 9, line 11, column 16, 
lines 51-57). 

Uematsu further teaches the following: the collecting unit is closed by a closure unit after 
removing the matrix unit (i.e. 28). 

Uematsu further teaches a process as comprising the steps: a) storing data which identify 
a biological sample, b) allocating the data relating to the biological sample to data which identify 
the lysis unit as well as the position of the lysis vessel within the lysis unit into which the sample 
is added, c) allocating data which identify the matrix unit into which the lysis liquids are added 
to data which identify the lysis unit, d) allocating data which identify the collecting unit in which 
the elution liquid from the matrix unit is collected; and the liquids are transferred from the lysis 
unit into the matrix unit by removing liquid from a lysis vessel and adding it to the matrix vessel 
of the matrix unit that is in a corresponding position, (i.e. column 5, lines 18 to column 7, line 
23). 

10. Claims 1 and 6-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Fujishiro et 
al. ("Fujishiro," US 5645723). 

Fujishiro teaches a process for isolating a purified biological material comprising the 
following steps: a) placing biological materials in separate lysis vessels of a lysis unit comprising 
two or several lysis vessels in a predetermined geometric arrangement, 
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b) adding lysis liquids to the biological materials in the lysis vessels, c) transferring the liquids in 
the lysis vessels into a matrix unit containing matrix vessels with outlet openings whose number 
corresponds to the number of lysis vessels and a matrix is located in each of the matrix vessels to 
which the biological material to be purified binds, d) extracting the liquids in the matrix vessels 
through the outlet openings during which the liquids flow through the matrices, e) placing the 
matrix unit on a collecting unit with collecting vessels which are arranged such that at least the 
outlet openings of the matrix vessels extend into the collecting vessels, f) filling the matrix 
vessels with elution fluid, g) extracting the elution fluids from the matrix vessels through their 
outlet openings during which the elution fluids flow through the matrices and the elution fluids 
which are enriched with biological material are collected in the collecting vessels, (i.e. figs. 2-8, 
column 2, line 58 to column 8, line 48). 

Fujishiro further teaches a process as comprising the steps: a) storing data which identify 
a biological sample, b) allocating the data relating to the biological sample to data which identify 
the lysis unit as well as the position of the lysis vessel within the lysis unit into which the sample 
is added, c) allocating data which identify the matrix unit into which the lysis liquids are added 
to data which identify the lysis unit, d) allocating data which identify the collecting unit in which 
the elution liquid from the matrix unit is collected; and the liquids are transferred from the lysis 
unit into the matrix unit by removing liquid from a lysis vessel and adding it to the matrix vessel 
of the matrix unit that is in a corresponding position, (i.e. figs. 2-8, column 2, line 58 to column 
8, line 48). 

1 1 . Claims 1 and 6-7 are rejected under 35 U.S.C. 102(b) as being anticipated by Bienhaus 
et al. ("Bienhaus," WO 96/31781, translated by www.worldlingo.com). 
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Bienhaus teaches a process for isolating a purified biological material comprising the 
following steps: a) placing biological materials in separate lysis vessels of a lysis unit comprising 
two or several lysis vessels in a predetermined geometric arrangement, 

b) adding lysis liquids to the biological materials in the lysis vessels, c) transferring the liquids in 
the lysis vessels into a matrix unit containing matrix vessels with outlet openings whose number 
corresponds to the number of lysis vessels and a matrix is located in each of the matrix vessels to 
which the biological material to be purified binds, d) extracting the liquids in the matrix vessels 
through the outlet openings during which the liquids flow through the matrices, e) placing the 
matrix unit on a collecting unit with collecting vessels which are arranged such that at least the 
outlet openings of the matrix vessels extend into the collecting vessels, f) filling the matrix 
vessels with elution fluid, g) extracting the elution fluids from the matrix vessels through their 
outlet openings during which the elution fluids flow through the matrices and the elution fluids 
which are enriched with biological material are collected in the collecting vessels, (i.e. p. 6-8 of 
translation). 

Bienhaus further teaches a process as comprising the steps: a) storing data which identify 
a biological sample, b) allocating the data relating to the biological sample to data which identify 
the lysis unit as well as the position of the lysis vessel within the lysis unit into which the sample 
is added, c) allocating data which identify the matrix unit into which the lysis liquids are added 
to data which identify the lysis unit, d) allocating data which identify the collecting unit in which 
the elution liquid from the matrix unit is collected; and the liquids are transferred from the lysis 
unit into the matrix unit by removing liquid from a lysis vessel and adding it to the matrix vessel 
of the matrix unit that is in a corresponding position, (i.e. p. 6-8 of translation). 
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Claim Rejections - 35 USC §103 

12. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

13. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

14. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

15. Claims 1-2 are rejected under 35 U.S.C. 103(a) as being unpatentable over Acuff (US 
4142858). 
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Acuff teaches a process for isolating a purified biological material comprising the 
following steps: a) placing biological materials in separate lysis vessels of a lysis unit 
comprising two or several lysis vessels in a predetermined geometric arrangement, 
b) adding lysis liquids to the biological materials in the lysis vessels, c) transferring the liquids in 
the lysis vessels into a matrix unit containing matrix vessels with outlet openings whose number 
corresponds to the number of lysis vessels and a matrix is located in each of the matrix vessels to 
which the biological material to be purified binds, d) extracting (i.e. by centrifugation)the liquids 
in the matrix vessels through the outlet openings during which the liquids flow through the 
matrices, e) placing the matrix unit on a collecting unit with collecting vessels which are 
arranged such that at least the outlet openings of the matrix vessels extend into the collecting 
vessels, f) filling the matrix vessels with elution fluid, g) extracting the elution fluids from the 
matrix vessels through their outlet openings during which the elution fluids flow through the 
matrices and the elution fluids which are enriched with biological material are collected in the 
collecting vessels, (i.e. fig. 1, column 4, line 16 to column 6, line 63). 

As to the plurality of lysis vessels, it has been held that mere duplication of parts has no 
patentable significance unless new and unexpected result is produced. In re Harza, 124 USPQ 
378. Furthermore, it would have been obvious to a person of ordinary skill in the art to modify 
Acuff s method by utilizing a plurality of lysis vessels rather than one lysis vessel at a time to 
perform the lysis step since it would be desirable to perform multiple tests simultaneously, which 
would produce many results within a shorter time frame. 

16. Claims 4-5 are rejected under 35 U.S.C. 103(a) as being unpatentable over Uematsu over 
Mochida et al. ("Mochida," US 4479720). 
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The teachings of Uematsu are shown above. Uematsu does not specifically teach that the 
other lysis vessels of the lysis unit are leaned-to or closed and that the caps of the matrix unit are 
in the leaned-to position. 

Mochida teaches an apparatus for rotating reaction vessels in an inclined posture 
comprising a plate, means for rotatably supporting the plate, means for rotating the plate at a 
predetermined speed, a plurality of reaction vessel holders, and means for rotating the reaction 
vessel holders. It would have been obvious to a person of ordinary skill in the art to modify 
Uematsu by having a means for placing the lysis vessels of the lysis unit in a leaned-to position 
because it is known in the art that a higher degree of sensitivity and reduction in time of reaction 
can be attained when the vessel is inclined at a certain angle. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lore Ramillano whose telephone number is (571) 272-7420. The 
examiner can normally be reached on Mon. to Fri.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill Warden can be reached on (571) 272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
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like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Lore Ramillano 
Examiner 
Art Unit 1797 



Jill Warden 
Supeiiislory Patent Examiner 
Technology Center 1 700 



